THIS DISPOSITION IS
NOT CITABLE AS PRECEDENT
OF THE TTAB

Hear i ng: Mai | ed: Cctober 13, 2005
July 14, 2005

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 78195284

Eugene Berman of Law O fices of Eugene Bernman for WM
Distribution Inc.

M Cat herine Faint, Trademark Exam ning Attorney, Law
Ofice 103 (M chael Ham |ton, Managi ng Attorney).

Bef ore Hairston, Chapman and G endel, Adm nistrative
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Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On Decenber 17, 2002, Julie Wiite filed an application
to register on the Principal Register the mark SANDI A for
“cigarette products, nanely, cigarettes” in International
Class 34. The application was filed based on applicant’s

assertion of her bona fide intention to use the mark in

! Application Serial No. 78195284 was filed by Julie Wite
(United States citizen), who assigned the application to VWM
Distribution Inc. (a Delaware corporation). See Reel 2834, Frane
0929.
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comerce. Julie Wiite later filed an Arendnent to Allege
Use, with a clained date of first use and first use in
conmer ce of February 20, 2004, which was accepted by the
USPTO

The Exam ning Attorney has refused registration under
Section 2(a) of the Trademark Act, 15 U. S.C. 81052(a), on
the ground that applicant’s mark “fal sely suggests a
connection with the federally recognized tribe of the
Puebl o of Sandia, New Mexico.” (Exam ning Attorney’s
brief, p. 2.)

When the refusal to register was nade final, applicant
appeal ed to the Board. Applicant and the Exam ning
Attorney have filed briefs. An oral hearing was held on
July 14, 2005.

Prelimnarily, we address certain evidentiary matters.
In applicant’s brief (p. 3) it objects for the first tine
to evidence attached to the Exam ning Attorney’s Ofice
actions. The involved evidence consists of the results of
I nternet searches, and applicant has objected thereto on
the ground that the search results do not include a date or
source for the docunents. The Exam ning Attorney contends
that the objection should have been raised prior to the
filing of applicant’s brief. Further, the Exam ning

Attorney explained (brief, p. 2) that several of the
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I nternet pages carried a date and URL source, albeit on a
separate page; and that those pages w thout the source and
date information were froma Trademark Law Library search

Applicant’s objection is untinely because if applicant
had rai sed the objection pronptly upon receipt of the
Ofice actions with the involved attachnments, the Exam ning
Attorney may have been able to cure the defect.

Applicant’s objection to the Exam ning Attorney’s | nternet
evi dence is overrul ed.

The Exam ning Attorney objects in her brief (p. 3) to
Exhibit 2 attached to applicant’s brief (a table of the
Exam ning Attorney’s exhibits) on the basis that
applicant’s table incorrectly characterizes the evidence;
and she “al so objects to applicant’s new exhibits to the
brief because they are untinely.”

The Exam ning Attorney did not specify whether she
objects to all four exhibits, or if not, specifically which
exhibits are the subject of her second objection.
Applicant’s exhibits attached to its brief are the
following: Exhibit 1 -- table of exhibits submtted by
applicant; Exhibit 2 -- table of exhibits submtted by the
Exam ni ng Attorney; Exhibit 3 — a summary of applicant’s
position on certain matters raised by the Exam ning

Attorney (e.g., the Federal Trust Qbligation, the Indian
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Arts and Crafts Act); and Exhibit 4 -- a copy of
applicant’s specinmen and a current version thereof.

The Board finds no harmin either an applicant or an
Exam ning Attorney including in its brief charts of the
evi dence. However, we renmain mndful of the Exam ning
Attorney’s view that applicant m scharacterizes the nature
of sonme of the itens |listed thereon.

Applicant’s position paper on trust principles is
al l owed as the Examining Attorney rai sed these matters. 2

In this case, the Board finds no harmin allow ng
applicant’s exhibit which shows the original specinen as
well as a nore current label (highly simlar to the
original).

The Exam ning Attorney’ s objections to applicant’s
exhibits attached to its brief are overrul ed.

The Exam ning Attorney requests (brief, footnote 6)
that the Board take judicial notice of a “Bartleby.cont

entry from The Col unbia Gazetteer of North Anerica (2000)

for the purpose of show ng that the page remai ns unchanged
fromthe tinme it was previously submtted into the record
by the Exami ning Attorney. The request is granted. See

TBMP 8704.12 (2nd ed. rev. 2004).

2 The Examining Attorney wthdrew her reliance on the Trust
obligation. (Brief, p. 9.)
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Applicant’s request at the oral hearing that the Board
take judicial notice of further pages from *“Bartl eby. conf
provided for the first tine at the hearing is denied.

We now turn to the nerits of the case.

The issue before the Board in this application is
whet her applicant’s mark SANDI A, as applied to the goods
(cigarettes), falsely suggests a connection with the
“federally recogni zed tri be of the Pueblo of Sandia, New
Mexi co” within the neaning of Section 2(a) of the Trademark
Act, 15 U. S.C. 81052(a).

As di scussed by our primary review ng Court in the
case of University of Notre Danme du Lac v. J.C. Gournet
Food Inports Co., Inc., 703 F.2d 1372, 217 USPQ 505 (Fed.
Cr. 1983), the portion of Section 2(a) dealing with fal se
suggestion of a connection resulted fromthe desire to give
statutory effect to the notions of the rights of privacy
and publicity, the elenments of which are distinctly
different fromthe elenents of a trademark infringenent
claimof I|ikelihood of confusion, which is the essence of
Section 2(d) of the Trademark Act. Specifically, the Court
stated as follows (footnote omtted):

Under concepts of the protection of
one’s “identity,” in any of the forns
whi ch have so far been recogni zed, the

initial and critical requirenent is
that the name (or an equival ent
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thereof) clainmed to be appropriated by
anot her must be unm stakably associ at ed
with a particular personality or
“persona.”

Thus, to show an invasion of one’s
“persona,” it is not sufficient to show
merely prior identification with the
name adopted by another. Nor is it
sufficient, as urged by the University,
that the fame of the name of an
institution provides the basis for
protection in itself. The mark, NOTRE
DAMVE, as used by Gournet, nust point
uniquely to the University.

217 USPQ at 509.

Followi ng the University of Notre Danme case, the Board

enunerated the el enents necessary to establish a claim
under Section 2(a) (false suggestion of a connection) or to
test the propriety of a refusal to register a mark based
thereon. The elenents are that: (i) applicant’s mark (or
part of it) must be shown to be the sane as or a close

approxi mati on of the “person’s”?

previ ously used nanme or
identity; (ii) applicant’s mark woul d be recogni zed as such
(i.e., the mark points uniquely and unm stakably to that
person); (iii) the person in question is not connected with

t he goods or services of the applicant; and (iv) the

person’s nane or identity is of sufficient fanme that when

® The Board clarifies that throughout this decision our use of
the term “person” nay refer to a natural person, and/or a group
of such people, and/or a juristic person. See Section 45 of the
Trademark Act, 15 U. S.C. 8§1127.
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it is used as all or part of applicant’s mark for its goods
or services, a connection with that person would be
presumed by purchasers and potential purchasers. See
Buffett v. Chi-Chi’s, Inc., 226 USPQ 428 (TTAB 1985). See
also, Inre Sloppy Joe’s International Inc., 43 USPQRd 1350
(TTAB 1997); and In re Kayser-Roth Corp., 29 USPQRd 1379
(TTAB 1993).

The Exam ning Attorney nust accordingly establish a
prima facie case that the mark fal sely suggests a
connection with the tribe Pueblo of Sandia, New Mexico.

See In re Pacer Technol ogy, 338 F.3d 1348, 67 USPQRd 1629
(Fed. Cr. 2003), and cases cited therein.

The Exam ning Attorney contends that in The Col unbi a

Gazetteer of North America (2000) “sandia” is defined as

“pueblo,” which is a recognized tribe as shown in the
publication “Anmerican Indian Reservations and Trust Areas,”
by Veronica E. Velarde Tiller (1996) (“Tiller
publication”), and thus the termis the sane as or an
approxi mation of the nane of the Indian tribe. Applicant
contends that the correct name of the federally recognized
tribe is “Pueblo of Sandia, New Mexico”; that applicant’s
mark SANDI A is not the sane as or an approxi mation of this
tribe’s nanme as applicant’s mark does not include the

significant word “Pueblo,” which refers to one of 19 Pueblo
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tribes (e.g., “Pueblo of Acoma, New Mexico,” “Pueblo of
Cochita, New Mexico,” “Pueblo of Picuris, New Mexico,”
“Puebl o of Taos, New Mexico,” “Pueblo of Zia, New

Mexi co,”); and that the nanme of the tribe includes the
significant geographical term “New Mexico,” which is
excluded from applicant’s mark.

The Exam ning Attorney contends that the term SANDI A
is recognized as the nane of the tribe (i.e., the word
SANDI A points uniquely to the Pueblo of Sandia, New Mexico
tribe) as shown on the tribe’'s website where it refers to
itself as “the Sandi a people” and the Tiller publication
(p. 459) refers to “the people of Sandia” and “ Sandi a
Puebl 0”; and that other uses of “Sandia” (e.g., Sandia
Mountain W1 derness, Sandi a National Laboratories) “nerely
extend the fane of the tribe.” (Brief, p. 6.) Appl i cant
contends that the Exam ning Attorney has not established
that the word SANDI A is recogni zed by the consum ng public
as pointing uniquely to the Pueblo of Sandia, New Mexico
tribe because “Sandia” is only part of the tribe s nane;
the termtranslates from Spani sh as “waternelon”; the term
is used in the name of the Sandia Mountain WI derness
created by Congress in 1978 and run by the U S. Forest
Service, the Sandia National Laboratories |located in

Al buquer que, New Mexico and Livernore, California
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(governnent owned, contractor operated facilities), the
nane of a town in Texas as well as the town in New Mexi co;
and the term SANDIA is used as a trade nane (over 100
listings in the Sandia, New Mexico tel ephone directory).*

Bot h applicant and the Exam ning Attorney agree that
there is no connection between the Pueblo of Sandia, New
Mexico tribe and applicant.

The Exam ning Attorney contends that if applicant’s
goods (cigarettes) are of a type that the person or
institution sells or uses and the person is sufficiently
fanous, then it may be inferred that the purchasers of the
goods would be msled into making a fal se connecti on of
sponsorshi p, approval with the nanmed party. Specifically,
she argues that “many Indian tribes sell, market, and
produce cigarettes and tobacco products”; that there is
evi dence that “the Sandi a people operate or are affiliated

with at | east two snoke shops where they sell discount

“ Applicant also subnitted evidence in the formof (i) the
listing of several “hits” in a Google search of the term (ii) a
private database listing of several third-party applications
and/or registrations for marks that consist of or include the
word SANDI A for a variety of goods and services, and (iii)
printouts fromthe USPTO s TESS systemof 11 third-party
applications and registrations for narks that consist of or
include the word SANDI A for a variety of goods and services.

This evidence is of little probative value and does not establish
third-party use of the term SAND A
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cigarettes”;® that “some of the tribes have reached beyond
the tax and sale of cigarettes to produce those
cigarettes”; that “the record is clear that the Sandia are
affiliated with snokeshops, and it is clear that many
Native Anericans are engaged in the | arge-scal e marketing
of cigarettes and even their manufacture”; and that “Native
Anmerican tribes are well known for having a sovereign | egal
authority to inpose their own taxes, or as is nobre conmon
in the case of cigarettes and ot her tobacco products, to
of fer those goods for sale ‘tax-free.”” (Brief, p. 7.)

The Exam ning Attorney concludes (brief, p. 8) that
applicant’s evidence of the various places and/or
busi nesses with the nane *“Sandi a” shows that the Sandi a
people “are sufficiently fanous to lend their name to the
near by nountains, towns and busi nesses.”

Appl i cant argues that the Exam ning Attorney has not
est abl i shed that the Pueblo of Sandia, New Mexico tribe is
of sufficient fanme that when SANDI A is used on applicant’s

goods, a connection with the tribe would be presuned as

® The two snmoke shops which reference the Puebl o of Sandia, New
Mexi co tribe are (i) wwv mail mesnokes. com which states therein
that this is an inconplete list of the “reservations that nmay
sell you cigarettes online” and it then lists alnpst all Native
American reservations in all 50 states, and (ii) ww. bi enrmur.com
which lists “snoke shop” as well as, inter alia, “casino” and
“online store” for the Bien Mur |Indian Market Center (“owned and
operated by the Puebl o of Sandia”).

10
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there is no evidence that the tribe or any enrolled nenber
is involved in the manufacture or sale of cigarettes; that
the fact that other tribes are so engaged is not rel evant
as it does not establish the required commercial connection
of applicant’s goods to the Puebl o of Sandia, New Mexico
tribe; that the fact that cigarettes are sold on the Pueblo
of Sandia, New Mexico reservation is not sufficient because
cigarettes are ubiquitous; that the fact that the tribe is
a sovereign entity that may tax cigarettes is not a
sufficient connection as all sovereign entities may inpose
taxes on al nost all goods and/or services, but that does
not create the connection needed to establish a false
suggestion of a connection; that there is no evidence that
tobacco is grown or that cigarettes or other tobacco
products are nade by the tribe; that the cigarette industry
is highly regulated as to advertising and | abeling and
applicant’s | abel clearly shows a nountain, and not any
I ndi an connection; and that there is no show ng that the
sale of cigarettes has any special connection to the Pueblo
of Sandi a, New Mexico tribe.

In addition, applicant points out that the Exam ning
Attorney submitted a few pages fromthe website of the Bien
Mur | ndi an Market Center (www. bienmur.com wherein it

states the following: “Sandia Pueblo is perhaps the |east

11
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known and understood of the dozens of cultures that once
dom nated the Rio Gande Valley.” Thus, applicant argues
there is not sufficient fame that a connection with the
Puebl o of Sandia, New Mexico tribe would be presuned by
CONSUMEers.

We have carefully reviewed all of the evidence in this
case. As to the first prong of the test under Section 2(a)
fal se suggestion of a connection, applicant’s mark nust be
shown to be the sane or a cl ose approximati on of the
tribe’s name. The record shows that there are nunerous
Puebl o tribes; that the nanme of one of those tribes is
Puebl o of Sandi a, New Mexico; and that the “Sandia, New
Mexi co” portion of the tribe nane refers to the
geographical location of the tribe. It cannot be said that
SANDI A specifically nanes the Puebl o of Sandia, New Mexico
tribe.

W are aware of the Board decision In re Julie Wite,
73 USPQ2d 1713 (TTAB 2004)% in which the Board stated that
“an applicant cannot take a significant elenent of the nane
of another and avoid a refusal by |eaving one or nore

el enents behind, provided that that which has been taken

® The Board affirnmed the Examining Attorney’s refusal to register
the mark APACHE for cigarettes as the termfal sely suggests a
connection with the nine federally recogni zed Apache tri bes.

12
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still would be unm stakably associated with the other

person.” \Wiite, supra, 73 USPQ2d at 1719. However, in the

case now before us, applicant does not seek to register the

term “Pueblo,” which is the nane of several tribes.

Rat her, applicant seeks to register the term*®Sandia,”
which is the nanme of the New Mexico town where one of the
Pueblo tribes is located, and in fact “Sandia” has been
used i n nunerous other contexts and has other neanings. W
find that SANDI A per se does not nane the Puebl o of Sandi a,
New Mexi co tri be.

Al t hough the refusal to register could be reversed on
this basis alone, in the interest of providing a conplete
decision, we will also determ ne the other prongs of the
test under the facts of this case.

Wth regard to the second prong of the test under
Section 2(a) fal se suggestion of a connection -- that the
mar Kk SANDI A woul d be recogni zed as pointing uniquely and
unm stakably to the tribe -- the record sinply does not
support that conclusion. The term “Sandia” has many ot her
significant neanings, including the nane of the nountain
wi | derness, the National Laboratories, and two towns.

There are over 100 listings which include the word “Sandi a”
in their trade names for various businesses in the Sandia

Tel ephone Directory. Also, the termis Spanish for

13
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“waternmelon.” This record fails to show that the term
“SANDI A" is unm stakably and uni quely associated with the
Puebl o of Sandi a, New Mexico Indian tribe by consuners.
See University of Notre Dane du Lac v. J.C Gournet Food
| nports Co., Inc., supra.

There is no disagreenent on the third prong of the
test -- applicant is not associated with the Puebl o of
Sandi a, New Mexico tribe.

As to the last prong of the test under Section 2(a)
fal se suggestion of a connection, the person’ s name or
identity must be shown to be of sufficient fanme that, when
used on the invol ved goods, a connection between applicant
and the tribe would be presunmed by consuners. That is, we
nmust determ ne whether the term SANDIA is of sufficient
fame that a connection with the federally recogni zed tribe
“Puebl o of Sandia, New Mexico” would be presuned by
consuners of cigarettes. As explained previously, we
cannot find on this record that “Sandia” specifically
refers unm stakably and uniquely to the Puebl o of Sandi a,
New Mexico Indian tribe. Thus, the termis not fanpbus as
the nane of the tribe such that a connection would be
presuned. Moreover, evidence that sone Indian tribes, but
not the Pueblo of Sandia, New Mexico tribe, have produced

and sold cigarettes is not persuasive evidence that

14



Ser. No. 78195284

consuners woul d presune a connection between the Puebl o of
Sandia, New Mexico tribe and cigarettes. Cigarettes are
everyday consuner goods which are sold in every town and
every state in the United States. The fact that tribes are
sovereign entities with the power to tax (or allow “tax-
free”) goods and/or services is not evidence that consuners
presume a connection between this particular Pueblo tribe
and cigarettes. The fourth prong of the test is not met.’

| nasnmuch as the ex parte record here does not
establish that the mark SANDI A fal sely suggests a
connection wth the Puebl o of Sandia, New Mexico tribe, we
reverse the refusal to register. See In re Los Angel es
Police Revolver and Athletic Cub, Inc., 69 USPQRd 1630
(TTAB 2003). See generally, 3 J. Thomas McCarthy, MCarthy

on Trademarks and Unfair Conpetition, 819:76 (4th ed.

2005) .
Deci sion: The refusal to register under Section 2(a)

of the Trademark Act is reversed.

" Conpare the case of Buffett v. Chi-Chi’s, Inc., supra, wherein
t he Board deni ed applicant’s notion for summary judgnent and
found genui ne issues as to the elenents of a Section 2(a) claim
There was extensive evidence providing factual support “for
opposer’s allegations that the song ‘Margaritaville’ and [Ji nmy]
Buffett are well-known and that Buffet has attenpted, through his
commercial licensing program publicity, and entertai nnent
services, to associate the term*‘ MARGARI TAVI LLE' with the public
persona of Jimmy Buffett.” 226 USPQ at 430.
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